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DETAILED ACTION 
Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Election/Restrictions 
Applicant's election of claims 1-3, 7-9 12, 14, 20-23 and 25 with traverse is 
acknowledged. 

Applicant's election with traverse of 1-3, 7-9 12, 14, 20-23 and 25 in the reply 
filed on 12/27/2006 is acknowledged. The traversal is on the ground(s) that there are only 26 
claims in the application. This is not found persuasive because the claims are patentably distinct 
and serious burden would be on the examiner to examine all of the claims. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim 4-6, 10-11, 13, 15-19, 24 and 26 withdrawn from further consideration pursuant to 
37 CFR 1.142(b), as being drawn to a nonelected Species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply filed 
on 12/26/2006. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 9 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

Claim 9 is drawn to a "program" per se as recited in the preamble and as such is non- 



Application/Control Number: 10/758,048 . Page 3 

Art Unit: 2627 

statutory subject matter. See MPEP § 2106.IV.B.l.a. Data structures not claimed as embodied 
in tangible computer readable media are descriptive material per se and are not statutory because 
they are not capable of causing functional change in the computer. See, e.g., Warmerdam, 33 
F.3d at 1361, 31 USPQ2d at 1760 (claim to a data structure per se held nonstatutory). Such 
claimed data structures do not define any structural and functional interrelationships between the 
data structure and other claimed aspects of the invention, which permit the data structure's 
functionality to be realized. In contrast, a claimed tangible computer readable medium encoded 
with a data structure defines structural and functional interrelationships between the data 
structure and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. Similarly, computer programs claimed as 
computer listings per se, i.e., the descriptions or expressions of the programs are not physical 
"things." They are neither computer components nor statutory processes, as they are not "acts" 
being performed. Such claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a computer, 
which permit the computer program's functionality to be realized. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 7-9, 12, 20 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Nakane US 6463021). 
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Regarding claim 1 , Nakane discloses a recording method for recording data in a 
recording area of an information recording medium (fig. 10), comprising: a first step of 
determining whether to perform a defect detection process on at least a portion of the recording 
area in which the data are recorded based on a predetermined determination criterion pertaining 
to recording attribute information of the data (1, 7, fig. 10 and col. 6 lines 57-65). 

Regarding claim 2, Nakane further discloses wherein the recording area includes an area 
on which the defect detection process is already performed at least once (col. 9 lines 64-67 
through col. 10 lines 1-15). The defect detection process is performed for each sector in the 
recording area. 

Regarding claim 7, Nakane further disclose wherein the defect detection process 
corresponds to a verification process (col. 10 lines 5-15). 

Regarding claim 9, Nakane discloses a program that is implemented in an information 
recording apparatus that is adapted to record information on an information recording medium 
(fig. 1 and fig. 10), said program being run on a control computer of the information recording 
apparatus to realize: a first procedure of recording data in a recording area of the information 
recording medium in response to a request from an external source (2-5, fig. 10); and a second 
procedure of determining after the recording of the data whether to perform a defect detection 
process on at least a portion of the recording area in which the data are recorded based on a 
predetermined determination criterion pertaining to recording attribute information of the data 
(6-7, fig. 10 and col. 15 lines 9-19). 
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Regarding claim 12, Nakane discloses an information recording apparatus that is adapted 
to record information on an information recording medium (fig. 1), said apparatus comprising: 
recording means for recording data on the information recording medium in response to a 
recording request from an external apparatus (26, fig. 1); and determination means for 
determining after the recording of the data whether to perform a defect detection process on at 
least a portion of the recording area in which the data are recorded based on recording attribute 
information of the data (12, fig. 1 and figs. 2 and 10). 

Regarding claim 20, Nakane further discloses wherein the defect detection process 
corresponds to a verification process (col. 10 lines 5-15). 

Regarding claim 22, Nakane discloses a recording method for recording data in a 
recording area of an information recording medium (col. 1 lines 25-37 and fig. 10), comprising: 
performing a first verification process on at least a portion of the recording area (col. 1 lines 25- 
28-30); recording data in said portion of the recording area (6, fig. 10); and determining whether 
to perform a second verification process on said portion of the recording area based on whether 
a predetermined determination criterion has been met (7, 8 fig. 10 and col. 6 lines 57-65). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3, 14, 23, 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakane (US 6463021) in view of Takasago (US 4730290). 



Application/Control Number: 1 0/758,048 Page 6 

Art Unit: 2627 

Regarding claims 23 and 25, Nakane discloses a recording method for recording data in a 
recording area of an information recording medium, comprising: recording the data in at least a 
portion of the recording area (6, fig. 10); and determining whether to perform a verification 
process on the portion of the recording area based on a criteria (7, 8, fig. 10 and col. 6 lines 57- 
65. Nakane fails to disclose wherein the criteria is whether the size of the data is less than or 
equal to a threshold value. In the same field of endeavor, Takasago discloses performing a 
verification process if the size of the data is less than or equal to a threshold (col. 3 lines 27-60). 
The first verification process (col. 3 lines 27-36) is performed if the size is less than the value of 
T2. It would have been obvious to one of ordinary skill in the art to modify the method 
disclosed by Nakane by performing the verification process if the size is less than a threshold as 
taught by Takasago. The rationale is as follows: One of ordinary skill in the art at the time of 
the applicant's invention would have been motivated to check the size of the data in order to 
perform the correct verification process based on the size of the defective area (i.e. replacing 
only a sector and continuing to record data on the track, or replacing an entire track). 

Regarding claims 3 and 14, Nakane fails to disclose wherein: the recording attribute 
information includes information on a data size of the data; and the determination criterion 
corresponds to a criterion of determining to perform the defect detection process when the data 
size of the data is less than or equal to a preset first threshold value. Takasago discloses 
performing a verification process if the size of the data is less than or equal to a threshold (col. 3 
lines 27-60). The first verification process (col. 3 lines 27-36) is performed if the size is less 
than the value of T2. The rationale follows as in claims 23, 24 and 25 above. 
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Claims 8 and 21 are rejected under 35 U.S.C. 103 (a ) as being unpatentable over Nakane 
(US 6463021) in view of Wu (US 7080296). 

Regarding claims 8 and 21, Nakane fails to disclose wherein the information 
recording medium conforms to a Mt. Rainier standard. Wu discloses wherein the information 
conforms to a Mt. Rainier standard (col. 1 lines 42-45). It would have been obvious to one of 
ordinary skill in the art to modify the medium disclosed by Nakane to have the information 
conform to a Mt. Rainier standard. The rationale is as follows: One of ordinary skill in the art 
at the time of the applicant's invention would have been motivated to provide a Mt. Rainier 
standard in order to allocate spare areas ahead of time in order to facilitate defect detection 
processing. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tawfik Goma whose telephone number is (571) 272-4206. The 
examiner can normally be reached on 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Korzuch can be reached on (571) 272-7589. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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